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- Tho MAILING DATE of this communication appears on tho cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communication(s) filed on 15 June 1999 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) 27 is/are withdrawn from consideration. 

5) S Claim(s) 25 and 26 is/are allowed. 

6) M Claim(s) 1-4.9,12-14.16-19.23 and 24 is/are rejected. 

7) 13 Claim(s) 1.3.5-8, 10, 1 1. 13 and 20-23 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 15 June 1999 is/are: a)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCMIS) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) M Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 11/99 through 7/04 . 6) □ Other: . 



U.S. Patent and Trademaris Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mall Date 20050102 



Application/Control Number: 09/333,724 Page 2 

Art Unit: 261 1 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group I (claims 1-26) in the reply filed on 
7/26/2004 is acknowledged. 

Claim Objections 

2. Claims 1 , 3, 8, 13 and 20-23 are objected to because of the following 
informalities: 

Referring to claim 1 , Line 2 should read "an interactive application" and Line 4 
should read " control signals". Appropriate correction is required. 

Referring to claim 3, Line 3 should read "termination of\ 

Referring to claim 8, the repeated word "comprises" must be deleted. 

Referring to claim 13, Line 5 should read, "schedule execution of\ 

Referring to claims 20-22, Line 1 should read "a scheduling system". 

Referring to claim 23, Line 9 should read "state machine that transitions". 

The examiner also requests that application review the claims for any other 
possibly typographical error. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office acfion: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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3. Claims 1, 3-4, 9, 12-14, 16-19 and 23 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Dunn et al. (U.S. Patent No. 5,721,829). 

Referring to claim 1, Dunn discloses a computer-implemented method of 
controlling the broadcast and reception of an interactive application (see Column 3, 
Lines 39-42 for downloading an interactive application when a user tunes to a video-on- 
demand broadcast channel). 

Dunn also discloses receiving control signals that control the broadcast of the 
broadcast programs (see Column 3, Lines 39-42 for the STB receiving a control signal 
to tune to the VOD channel, which control the broadcast of the VOD channel broadcast 
program). 

Dunn also discloses determining from the control signals an interactive 
application associated with one of the broadcast programs (see Column 3, Lines 39-42 
for downloading an interactive VOD application when the viewer tunes to the VOD 
channel broadcast program). 

Dunn also discloses generating from the control signals, commands to maintain 
execution and termination of the interactive application in synchrony with the display of 
the broadcast program (see Column 6, Lines 17-55 for sending a control signal to tune 
the STB to a non-VOD channel, which pauses the VOD program that was being played 
on the VOD broadcast program channel, and then resumes play when a user tunes a 
STB back to the VOD broadcast program channel). 

Referring to claim 3, Dunn discloses generating commands to terminate the 
display of the interactive application in synchrony with the termination of the display of 
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the broadcast program (see the rejection of claim 1 for pausing the interactive 
application when the viewer terminates (changes the channel) the operation of the VOD 
broadcast program channel). 

Referring to claim 4, Dunn discloses determining from the control signals a state 
of the broadcast program (see Column 6, Lines 16-17 for switching from a VOD 
program to a non-VOD program). 

Dunn also discloses responsive to the state of the broadcast program, 
determining a state of the interactive application (see Column 6, Lines 26-27 for the 
STB sending a message to the headend acknowledging the pause of the VOD program, 
which in turn, pauses the interactive application from playing the VOD program until the 
viewer returns to the VOD broadcast program channel). Therefore, upon the switch to 
the non-VOD channel, the VOD program and the state of the interactive application, 
which runs at the STB to control the interactive application, is also paused until the 
viewer returns to the VOD channel. 

Dunn also discloses generating at least one command appropriate to the state of 
the interactive application (see again Column 6, Lines 26-27 for sending a pause 
message command to the headend when a viewer changes the channel to a non-VOD 
channel). 

Referring to claim 9, Dunn discloses translating the control signals into a set of 
commands to an interactive application server (see Column 4, Lines 40-44) for 
selectively instructing the server to schedule, start, stop and cancel interactive 
applications for the broadcast programs associated with the control signals (see Column 
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6, Lines 17-55 for pausing (stop and cancel) and resuming (schedule and start) a VOD 
broadcast program according to messages transmitted from the STB to the headend). 

Referring to claim 12, Dunn discloses pre-storing and storing the control signals 
(pause) in a database, which are used to control the broadcast of the VOD broadcast 
programs (see Column 6, Lines 28-38). 

Referring to claim 13, Dunn discloses receiving a prepare control signal to 
prepare the broadcast of a selected broadcast program (see Column 3, Lines 34-38 for 
initiating a channel selection control signal to prepare the broadcast of a program on a 
broadcast channel). 

Dunn also discloses determining an interactive application associated with the 
selected broadcast program (see Column 3, Lines 39-42 for selecting the VOD channel, 
which determines that an interactive application is downloaded). 

Dunn also discloses generating a command to schedule execution of the 
determined interactive application (see Column 3, Lines 39-42 for downloading and 
executing the application after the download is complete). Note that the execution is 
scheduled for when the download is complete. 

Referring to claim 14, see the rejection of claim 13. 

Referring to claim 16, see the rejection of claim 13 and note that when the viewer 
switches to a non-VOD broadcast channel, the execution of the interactive application, 
which plays the ordered video program is paused/cancelled (see Column 6, Lines 17- 
55). 

Referring to claim 17, Dunn discloses determining a type of a broadcast program 
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for a control signal (see Column 6, Lines 17-19 for determining whether to pause a VOD 
program upon selection of a non-VOD broadcast channel). 

Referring to claim 1 8, see the rejection of claim 1 7 for determining a type of the 
broadcast program, which in turn, determines a type for an interactive application 
(pause or resume the program for display at the STB at Column 6, Lines 39-55). 

Referring to claim 19, Dunn discloses determining a type of broadcast program 
from a control signal to be a television show (see the rejection of claim 17 for selecting a 
non-VOD broadcast program). 

Dunn also discloses determining a type of interactive application appropriate to 
the type of the broadcast program (see the rejection of claim 18). 

Referring to claim 23, Dunn discloses maintaining for each broadcast program 
which is associated with an interactive application (see the rejection of claim 1 ), a first 
state machine that responds to the control signals transition through states associated 
with the broadcast program (see Column 6, Lines 17-18 for transitioning from a VOD 
broadcast program (first state) to a non-VOD broadcast program (second state)), and 
that generates commands in the selected states related to desired behavior for the 
interactive application for the state of the broadcast program (see Column 6, Lines 26- 
33 for generating a pause command upon the change from a VOD to non-VOD 
broadcast program channel, also note Column 6, Lines 53-55 for generating a resume 
command when the viewer switches back to the VOD broadcast program channel). 

Dunn also discloses maintaining for the interactive application associated with 
the broadcast program a state machine that responds to the commands from the 
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broadcast program's state machine that transitions through states associated with the 
interactive application, and which selectively generates the commands to maintain the 
synchronous execution of the interactive application with the broadcast program (note 
that the interactive application plays and resumes the VOD program upon the selection 
of a VOD and non-VOD broadcast program channel, therefore the interactive 
application also contains a state machine that transitions through states according to 
the selection of a VOD and non-VOD broadcast program channel). 

4. Claim 24 is rejected under 35 U.S.C. 1 02(b) as being clearly anticipated by Dunn 
et al. (U.S. Patent No. 5,721,829). 

Referring to claim 24, Menand discloses controlling execution of interactive 
applications for television shows and commercials (see Column 6, Lines 53-64). 

Menand also discloses generating commands to cause execution of the 
interactive application associated with the television program (see Column 12, Lines 46- 
48). 

Menand also discloses generating commands to suspend execution of the 
interactive application during each commercial broadcast during the television show 
(see Column 13, Lines 15-28). 

Menand also discloses generating commands to resume execution of the 
interactive application when the television program is broadcast after each commercial 
(see Column 13, Lines 46-53). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dunn et 

al. (U.S. Patent No. 5,721 ,829) in view of Dunn et al. (U.S. Patent No. 5,648,824). 

Referring to claim 2, Dunn ('829 patent) discloses generating commands to 
maintain execution and termination of the interactive application with the display of the 
broadcast program on a broadcast receiver (see the rejection of claim 1 and STB 26a in 
Figure 1), and also teaches that the VOD application includes a browser Ul that is 
displayed in synchrony with the display of a broadcast program (see Column 4, Lines 
65-67 and Column 5, Lines 1-7), but fails to teach that the synchrony of the interactive 
application and the broadcast program is maintained by the generated commands. 

Dunn f 824 patent) discloses displaying pause, rewind or fast-forward 
commands that the interactive application is performing, in synchrony with the 
broadcast program (see Figures 3 and 8 and Column 7, Lines 63-67 and Column 8, 
Lines 1-13). 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art, to modify the interactive application, as taught by Dunn ('829 
patent), using the interactive application with pause, rewind, fast-forward and play 
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display icons, as taught by Dunn ('824 patent), for the purpose of providing a 
convenient, intuitive video control user interface (see Column 3, Lines 15-16 of Dunn 
C824 patent)). 



Allowable Subject Matter 

6. Claims 5-8, 10-11, 15 and 20-22 objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is an examiner's statement of reasons for allowance: 
Referring to claims 5-7, the prior art of record fails to anticipate or rendered 
obvious suspending execution of the interactive application, in response to a 
determination made from control signals that a commercial is being broadcast. Dunn is 
strictly tied to a video-on-demand system, which does not determine from control 
signals that a commercial is being broadcast. Menand (of record) discloses executing 
and suspending execution of an interactive application during a commercial, but does 
not determine "from control signals an interactive application associated with one of the 
broadcast program". Note that at Column 13, Lines 15-28, Menand discloses sending a 
special signaling packet to control suspension and execution of an interactive 
application when a commercial is broadcast, but this passage does not specify that the 
special signaling packets are used to " control the broadcast of broadcast program ", 
the special signal packets only control termination and execution of an interactive 
application. 
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Referring to claims 8, 10-1 1 and 20-22, the prior art of record fails to anticipate or 
rendered obvious that the control signals, which are used to create commands to 
execute and terminate an interactive program, are received from a scheduling server. 
Dunn is strictly tied to a video-on-demand system, where is the user generates control 
signals to control the broadcast of programs and determine an interactive program 
associated with one of the broadcast programs. 

Referring to claim 15, the prior art of record fails to anticipate or rendered 
obvious transmitting a trigger to an interactive application previously transmitted. Dunn 
only teaches one interactive application transmitted to the user, which is used to request 
VOD programming. No triggers are sent, and even if a trigger was present, there would 
be no "previously transmitted" interactive application to transmit the trigger to. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

7. Claims 25-26 are allowed. 

The following is an examiner's statement of reasons for allowance: 
Referring to claims 25-26, the prior art of record fails to anticipate or rendered 
obvious that the control signals, which are used to create commands to execute and 
terminate an interactive program, are received from a scheduling server. Dunn is 
strictly tied to a video-on-demand system, where is the user generates control signals to 
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control the broadcast of programs and determine an interactive program associated with 
one of the broadcast programs. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the Issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason P Salce whose telephone number is (703) 305- 
1824. The examiner can normally be reached on M-Th 8am-6pm (every other Friday 
off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Grant can be reached on (703) 305-4755. The fax phone number for 
the organization where this application or proceeding is assigned Is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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